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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
4/20/2010 has been entered. 

Claim Interpretation 

2. Applicant appears to have invoked 112 Sixth Paragraph in independent claim 1 . 
A means for holding a substrate is described by the instant specification as glass. An 
electric field controlling means for generating an electric field between the electrode of 
the substrate and the external electrode is described by the instant specification as 
applying a voltage source across the electrodes. 

Claim Rejections - 35 USC § 102 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claims 1-2 are rejected under 35 U.S.C. 102(b) as being anticipated by Chen et 
al. (US 2003/0087292). 

It is noted that a substrate having a reaction area for performing biological 
reactions and an electrode formed in the reaction area is not positively claimed and 
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does not limit the claimed apparatus. Such limitations should be put after the 
'comprising' limitation and should be positively recited. 

Regarding claim 1 , Chen discloses a means for holding the substrate (see 
[0158], made from glass), an electrode (see fig. 31 : lower electrode) disposed opposite 
to the electrode of a substrate (see fig. 31 : electrode pads). The lower electrode 
comprises a free metal end (see [0186]: is made of metal) and a semiconductor formed 
on the metal end (see fig. 31 and [0186]: the surface is viewed as mirror finished and as 
a wafer). Chen also describes an electric field controlling means (see [0023], [0062], 
and fig. 33). 

Regarding claim 2, the lower electrode of Chen is a conductive layer formed as 
an underlying layer of the reaction area (see [0186]) and the external electrode is 
viewed as having a plane parallel to the conductive layer. 

Claim Rejections - 35 USC § 103 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

6. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chen et 
al. (US 2003/0087292). 

Regarding claim 5, Chen discloses all of the claim limitations as set forth above. 
As discussed above, Chen discloses a silicon layer formed on top of a metal electrode. 
Alternatively, Chen discloses the lower electrode can be a silicon layer doped with p or 
n type materials (see [0186]). 
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Chen does not explicitly disclose that there is a semiconductor comprising 
acceptor or donor ions doped therein formed on a metal end. 

However, it would have been obvious to one of ordinary skill in the art to use p or 
n type doped silicon as the biocompatible layer in order to provide a redundant 
conductive layer and because doing so would have done nothing more than to simply 
choose a commercially available type of silicon which has been known to work for the 
same purposes of biocompatibility in the same application as taught by Chen. 
7. Claims 1-2 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chen et al. (US 2003/0087292) in view of Kobayashi et al. (US 2003/0104709). 

This is an alternative ground of rejection assuming arguendo that the 
semiconductor surface of Chen is not 'mirror-polished.' 

Chen discloses that the biocompatible layer (semiconductor) can be silicon or 
any other suitable material (see [0186]). 

Kobayashi discloses silicon wafers (semiconductors) are generally mirror 
polished (see [0073]). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to use the mirror polished silicon wafer taught by Kobayashi as the 
biocompatible silicon layer in the apparatus of Chen because doing so would have 
merely been selecting a known commercially available type of silicon, as taught By 
Kobayashi. 

Regarding claim 5, modified Chen discloses all of the claim limitations as set 
forth above. As discussed above, Chen discloses a silicon layer formed on top of a 
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metal electrode. Alternatively, Chen discloses the lower electrode can be a silicon layer 
doped with p or n type materials (see [0186]). 

Modified Chen does not explicitly disclose that there is a semiconductor 
comprising acceptor or donor ions doped therein formed on a metal end. 

However, it would have been obvious to one of ordinary skill in the art to use p or 
n type doped silicon as the biocompatible layer in order to provide a redundant 
conductive layer and because doing so would have done nothing more than to simply 
choose a commercially available type of silicon which has been known to work for the 
same purposes of biocompatibility in the same application as taught by Chen. 
8. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chen et 
al. (US 2003/0087292) as applied above in view of Ootsubo et al. (used in previous 
Office Action, US 2003/0088297). 

Regarding claim 3, Chen discloses all of the claim limitations as set forth above. 
Chen does not explicitly disclose the electric field controlling means capable of 
generating an AC electric field between the two electrodes. 

Ootsubo is similarly directed to an electrode device with multiple electrodes 
which is used to analyze hybridization reactions (see [0016]). Ootsubo further discloses 
that voltage applied from a voltage source may be DC or AC voltage. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to allow the apparatus of Chen to output AC or DC voltage because doing so 
would allow multiple types of analysis to be performed. 
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9. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chen et 
al. (US 2003/0087292) in view of Kobayashi et al. (US 2003/0104709), as applied to 
claims 1-2 and 5 above, and further in view of Ootsubo et al. (used in previous Office 
Action, US 2003/0088297). 

Regarding claim 3, modified Chen discloses all of the claim limitations as set 
forth above. Chen does not explicitly disclose the electric field controlling means 
capable of generating an AC electric field between the two electrodes. 

Ootsubo is similarly directed to an electrode device with multiple electrodes 
which is used to analyze hybridization reactions (see [0016]). Ootsubo further discloses 
that voltage applied from a voltage source may be DC or AC voltage. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to allow the apparatus of modified Chen to output AC or DC voltage because 
doing so would allow multiple types of analysis to be performed. 

Response to Arguments 

10. Applicant's arguments with respect to claims 1-3 and 5 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMESON Q. MA whose telephone number is 

(571 )270-7063. The examiner can normally be reached on M-F 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Marcheschi can be reached on (571)272-1374. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JM /Michael A Marcheschi/ 

May 25, 2010 Supervisory Patent Examiner, Art 

Unit 1797 



